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Jay A. Erstling & Frederik W. Struve, 4 Framework for Patent Exhaustion from
Foreign Sales, 25 FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 499, 504-05 (2014).
35 U.S.C. § 271: “(a) Except as otherwise provided in this title, whoever without
authority makes, uses, offers to sell, or sells any patented invention, within the
United States or imports into the United States any patented invention during the
term of the patent therefor, infringes the patent.”

Marissa Paslick, “Exclusive” no Longer Means Exclusive in the Context of Patent
Licenses—A Look at Why There is Value in This Ambiguity, 19 U. BALT. INTELL.
Prop. L.J. 167, 170 (2011).

Elizabeth Herbst Schierman, /P Transactions: Questions to Ask Before Buying
Patent-related Rights, 55-OCT Advocate (Idaho) 20, 20 (2012).

MARTIN J. ADELMAN, RANDALL R. RADER, JOHN R. THOMAS & HARrRoLD C.
WEGNER, CASES AND MATERIALS ON PATENT LAW 1058 (2d ed. 2003).
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BISHEE o FPEOR M 0 F1287 0 2012 97] 5 35 ¢
M.P.E.P. § 301 III(1).

%’?F'EJF% ) é“EF'EJEJJ ?[Jiiﬁrpﬁzit » F1230 5 2000 35] > 345 o
ADELMAN ET AL., supra note 5, at 1058.

© 00 N O

JoHN P.  MCMANUS, INTELLECTUAL PROPERTY—FROM CREATION TO

COMMERCIALIZATION 235 (2012).

" JANICE M. MUELLER, PATENT LAW 523-24 (4th ed. 2013); F. ScoT KIEFF, PAULINE
NEWMAN, HERBERT F. SCHWARTZ & HENRY E. SMITH, PRINCIPLES OF PATENT
LAW—CASES AND MATERIALS 1229 (6th ed. 2013).

12 LANNING G. BRYER, ScOTT J. LEBSON & MATTHEW D. ASBELL, INTELLECTUAL

PROPERTY STRATEGIES FOR THE 21TH CENTURY CORPORATION 17 (1st ed. 2011).

13 M.P.E.P. § 301 III(2): “An exclusive license may be granted by the patent owner to
a licensee. The exclusive license prevents the patent owner (or any other party to
whom the patent owner might wish to sell a license) from competing with the
exclusive licensee, as to the geographic region, the length of time, and/or the field

of use, set forth in the license agreement.”
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Jeffery L. Newton, Assuring All Substantial Rights in Exclusive Patent Licenses, 44
LES NOUVELLES 235, 236-37 (2009).
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AR L H £ BB AKE EFE (Court of Appeals for the
Federal Circuit ) 2 F| 3 34 # B 74 28 % %48 AR FF 0 i Z RR A
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FRz A EEEAN -7 HFREBAEZEREZRK (United
States Court of Claims ) # — JL 7~ + £ % # Bell Intercontinental
Corporation v. the United States% 2 #|% ( T4 "BellZ , ) "2« %

HRFULHMETEARAN LB BETEARFEETARAER R
RRFBREZHRFEE  FH R —HEAERTHENAZH
Bt ARCEREMHE FRHAREZND B2 BHEZ
R LABBARBENZEWEEAMEAN  IEBEMARLELHE
BHEA B R AEAT AR B AR AT I E A R

T WEZE BMAKREERERA I —FHA R
Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A.%21 (T
8 " Vaupel% | ) ¥ - 5l fBellX 2 A% - 5 R EF A EA H R
BRENECXERFAFENZ2WFTEHEN  REHEBEHE
BARRFAZAF A o AT HRE EFERE R — AN

19 Bell Intercontinental Corporation v. the United States, 381 F.2d 1004 (Ct. Cl.

1967).
20 Id. at 1010. (“By way of background, a patent confers upon the owner the right to
exclude others from making, using or selling the invention during the life of the
patent, and in order that a transfer constitute a sale, there must be a grant of all
substantial rights of value in the patent. The transfer of anything less is a license
which conveys no proprietary interest to the licensee.”)
Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., 944 F.2d 870 (Fed.
Cir. 1991).
Id. at 876.

21

22
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£ 7 Textile Prods., Inc. v. Mead Corp. %23#3 | il Vaupel £ 2 H f## -
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BA AT LEZEAERE  FAhbTEERAHAY . gz
%vé%ggﬁﬂz%% LS T AR B
B, BT TAREGAE I EREE, WEEE

&%Zv%%l%ﬁ%&ﬁ%*’%%ﬁﬁmaﬁAﬂx%%
ARG - B HEAFEA LU EEHAZERBREHA  F
HEBEREETR A TR o EE % P T B R
%%%ﬁ%ﬂ%ﬁ%%ﬁﬁﬁziﬁ%ﬁ%EE%&%EE%’ﬁ
EHENT OB HTEAHRAZEAHRABEERRHA LT
FHf o BUECEHEBRRAEERAT 0% (SATE)
SUETEHAZEARAREN L ERTERGHFD LA
HERREEALRETAAERIET  ORMB LN T THA
ZEEWBEHAEEIE S L BRREHTR  LAERAMEARL
ﬁiﬁﬁﬁt%%ﬁ”;m#%%ﬁ&%Aﬁiﬁﬁ@’%ﬁ“%
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2 Textile Prods., Inc. v. Mead Corp., 134 F.3d 1481, 1484 (Fed. Cir. 1998).

24 Id. (“Such a licensee is in effect an ‘assignee’ and therefore a patentee.”)

25 Abbott Lab. v. Diamedix Corp., 47 F.3d 1128, 1130-33 (Fed. Cir. 1995).

26 See Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., supra note 21;
McNeilab, Inc. v. Scandipharm, Inc., infra note 83, and Speedplay, Inc. v. Bebop,
Incorporated, infra note 90.

27 See Certain Electronic Devices with Communication Capabilities, Components
Thereof, and Related Software, Inv. No. 337-TA-808, 76 Fed. Reg. 60,870 (Sept.
30, 2011), infra note 102.

28 See Mentor H/S, Inc. v. Medical Device Alliance, Inc., infra note 45, International
Gamco, Inc. v. Multimedia Games, Inc., infra note 68, and Alps South, LLC v. The

- Ohio Willow Wood Company, infra note 71.

See Propat International Corporation v. RPost, Inc., infra note 63.

-357-



12 BKiE%H % —w-bi

RTT - Al Bl infle T2MEEHA, Y rass
HAS  OEBUBRBALEREASREGEE T RRELNETL
BA » HEEIATEHAGRA T LRGN T LR > UK
OBRAEANBEEYN T BETLEE  HEEBFERAEN S
WEEAMF > %% o WL - £ B2 0GR F 3k LR (E
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B RBEHRANEE— 2 o R H I =+ F R HGE E R
Bz RETOT  RERH AP RS ER L RSN T LA
ZTHEAEER AR H AT AN T LA 2 R E H R
AUEEHAZREAREEHEDT o

= bR E B ARG T I E AR, AR

[FES
(5Abbott Lab. v. Diamedix Corp.

AGEAFENZERRBREAHBEARREHETD A
BEANEARB T EREFLERRRAERARE (TH " Abbott
) o RTERPFERTELET > FBFAEAT R B AR E
EIEIRRAR LR o B A ER IR EFER  REA LR B
BRAEAL BTN FIF A FAAEASLF RALTRAUFTRT &

0 Sarah Greibrok, Contract Principles: A Sensible Alternative to the “All Substantial
Rights” Standard in Licensing Standing, 42 AIPLA Q.J. 109, 115 (2014).
31 Christopher Larus, John K. Harting & Sharon Roberg-Perez, Patent Licensing and
Assignment with an Eye Toward Enforcement: Tips for University Patent Owners,
48 LES NOUVELLES 13, 16 (2013); Xuan-Thao Nguyen, Patent Prudential Standing,
21 GEO. MAsON L. REv. 17, 19 (2013).
Timothy Denny Greene, “All Substantial Rights”: Toward Sensible Patent

Licensee Standing, 22 FED. CIRCUIT B.J. 1, 23 (2012).

32
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B Fak 4 I E B AR
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RREEFAZM  BEHEEREETLEEAMEAET R K
BAE AR D - BB ALSSNE A TR - BRI AL
Dl g4 EREEHEFELS c HABRHEH LT TR REEY
BEBREEFBAREGTONERAREER DA FHEEL
1% » 5 4 A A B 42 4 A A g7 o

HARFHEZ IS EEUREAZRAICTRASEA L
PUETHUMA M FEEA AR REFRAS  HAWBHEA
RECETRASHEAZ W T EMA - B NGE FR R ER
LEABAR TR /TR EEHRA SR - SR H
HAYRELBEREH L 2R 2 R AST 0 2 A HE B 2 2%
HTRABEHEARCREZH L 3 A BEARASLE 2 4

3 Abbott Lab. v. Diamedix Corp., supra note 25, at 1128-29.

34 Id. at 1129.

%

% 1

3 1a

38 Id. at 1131-32.
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(indulge infringement ) ; 4. %% %% # A gt AT % #8 2 3 2 I 4% (£ & e
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7 ik R B B B A AR 2 35 R R 4 o T B B R A 3 B B
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@ Prima Tek I, L.L.C. and Prima Tek II, L.L.C. v. A-Roo Company

RAUE1A M A S 3 A 2 9 % 4# APrima Tek I, LLC. ( T ##
"Prima Tek |, ) & H FE4F4 APrima Tek 1I, LL.C. ( T4#% " Prima
Tek 11, ) £EHEHAREEAR - AT ERBFEYH - W
BRAKREHELAEAAZH S KT ERBUAFL LT
BT A F RN R RS LB REERE o AR
E (ASEAZUBBARSERBEA) KEACHH LA B L
Fro MAHNGE PR B EEAAR LFA (FEHRE) 2% &
EEEIF Sk JEEE S

AU EESE - 7B %M APrima Tek 1 5 F| # A F7 &
B RMEY - BT R EW IR AT AL o (RIE A HE
EHERARERR  AOREENNEREEA BT ER LS
s B R EREEAY SRR T A AT
AL T 2 818 (B B A% AR T Prima Tek I {3t/ I 8% - f#
LB EF M R AR R Y TR BEMREA

39 Id. at 1132.

40 Prima Tek I, L.L.C. and Prima Tek II, L.L.C. v. A-Roo Company, 222 F.3d 1372,

1372-74 (Fed. Cir. 2000).
M 1d at 1374,
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HNBHEENETHASEA 2 TEHABET R EH
A B #5HCE bk B 4 3] I Abbott % - | B 2 40 2 T HE IR A
ABl  FREREZEARERH ALY BARTHA o
R H  RBREALTHERMZIHEA  EHERMENETH
HANTUHAZEELEY c R MAUBRBEALEZEBERE
ZHF BB ANE PR R ARG REEN L AR E LY T Y
BA TR RBEA R EREA SRR o

(=)Mentor H/S, Inc. v. Medical Device Alliance, Inc.

AR AFENZUREARREAART » 077 % g FEAR
RERNARELATE L LRERERE  HETRRELL
BF o T A 2 b TR i B B E BB R R S AR e ReR R
FoOBMBRERWERUROTER - B ZH > WEHIL®RE &
WETHRELLREFGRGREK - BiAKE EFERS B ER R
TR RRERVEEA (FWREE) EANRAFENZ 2T
BAEA - LUK EaERRREAR—EHHNEY " ANEAE

42 1d. at 1374-75.

3 Id. at 1379-80.
4 1d. at 1380-82.
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ANEREBFIEARRREEHETFAE - FHUBC L RREEHE
Fah) o B ANMBLAGRY  BARREEINRE—H
BRRARE TEHEZHEA  BREZNEIRVELHFTEEMNT
WRAEA - TR R B AEA RS AF Y -

(MFieldturf, Inc. v. Southwest Recreational Industries, Inc.

AUFEAFENZHREAREHEARLT - 7 EREZTH
& A& H| % (summary judgment) 2 B3 - WEBEREHE - LT
BUER B2 0 AR A K SRR BTk B o BRI
P 3 B 4R SN MR A AN R B AL SR M A o BT B R A AL B E
%48 .

R AN R ERARER  RBREAER LG
BELRTHEAN R ERRE BETEEERAER - HRE—F
HE  E—MEEBR—NNUNFZENEZEELGT  TARFEREK
BMAZETAREERAFENREEERD  TARERENAES

45 Mentor H/S, Inc. v. Medical Device Alliance, Inc., 240 F.3d 1016, 1016-17 (Fed.

Cir. 2001).

46 Id. at 1018.

47 Id.
48 Fieldturf, Inc. v. Southwest Recreational Industries, Inc., 357 F.3d 1266, 1266-67

(Fed. Cir. 2004).
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¥ % - T #0208 E 3 48 5] 4 T State Contracting & Eng’g
Corp. v. Condotte Am., Inc. % ~ | %48t - bR B F| AR Z 4R £
HARBBAETHEEE A SRARREHERD  FAAEMNE
BAEBEA—FRERE B R BHEAMRYHERTHRE
FlREZ B2 BERAEAETREL YT EHA - an
TRMEMRRGENE_EEET S HRRE— R EELH
BUMA 2 BHEN? Bl EREEAEAGE S KT

(VA

#Sicom Systems, Ltd. v. Agilent Technologies, Inc.

A ERFEN BB WR AR ZHE AL o #7&xU
R R ERACHT M fL A BB E R 2 3 - R AR AL B o B
HEHEREEL  MERNTRBREAFTBELBRELZNLRK 2
WEERABETHRMEA > SRS KSR HAL - T4 FEA
j}%53 o

ERAPREZLAT > BREAZPERBN - AT
REAZRFENE—ZHBEA  ERHAFEN "TH—HREA
Z #F| , (the right to be the only licensee ) ° JRTT * (R3E H| EE A

49 Id. at 1269.

State Contracting & Eng’g Corp. v. Condotte Am., Inc., 346 F.3d 1057, 1062 (Fed.
Cir. 2003).

Fieldturf, Inc. v. Southwest Recreational Industries, Inc., supra note 48, at 1269.
1d.

Sicom Systems, Ltd. v. Agilent Technologies, Inc., 427 F.3d 971, 971-73 (Fed. Cir.
2005).

51
52
53
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(#VAspex Eyewear, Inc. v. Miracle Optics, Inc.

Aspex Eyewear, Inc. ( /% " Aspex ; ) #Contour Optik, Inc.
( T#& " Contour ; ) —F /A »=0OO—4F HMiracle Optics, Inc.
#Viva Optique, Inc. (AT &% "#HE ) ) REFZFEEFD o W
7 % e F B AR > VL Aspex S Contour ¥ X ik £8 5 0y A1 % w1 B 2] JR
% 25" o Aspex i Contour T R 4 48 AR 4 L3 o Bt 45 10 b 5 3% It
A AHFETEFREAEZF M AContourE T EMAFER 22
HEUAHFBETHREA - RTERLF A >

o4 1d. at 978-79.

% Id. at 979-80.

%6 Id. at 979.

57 Aspex Eyewear, Inc. v. Miracle Optics, Inc., No. 01-10396 (C.D. Cal. 2004).

%8 Aspex Eyewear, Inc. v. Miracle Optics, Inc., 434 F.3d 1336, 1338 (Fed. Cir. 2006).
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9} AChic Optic ( T#% "Chic, ) HEZ— M HEFIRELLY  HEXK
BWRMAChic: L REBRFHAE FHERTEEMNIRZER
BH: 2HEAEAANBRHAREEEFRALERBSEHEZE 38K
HEAFRETE= AL - BB EF|4# A Contour B fr H
ChicEERERM=ZTHHMTET  HFUEFLENREARE
RN 2 - Contour F A EE X — TPl ZHankY &
HEES%  LHMELPZBERELEE REEZHRARER
K E BERREREE_OO=ZF=ZAF N H#KLE : fChicfT#H &
BREY  ZRALARZOORNEZ A+ E&LED -

[ 14 Chic 44 115 & & % £ 2 & H A% | % # T Aspex - & & 7t
(EHE  FREARTFEAYRZERBEME  UKEEEARSFE
REEBRE A R AHEEFHRHEZLL ZH - Contourf Aspex
B AR MR mERa® c W B REEREZ ZR
Aspex i Contour & & # #8 3f 0 6 % b B [2] 77 7+ Contour i Aspex 2
# £ 0 FRContourEChicfl Z H B M E 4 - LAk B 2T HE
& F| # 8 T Chic - # Contour {7} 5 4 $2 A2 {F B 3 A 2 AL H ™' o

T #0138 EHF sk PR 48 B - Contour 3 AR 44 B 4 H A A T
Chic - REBMH L BH o ChicHir H 2 HATELEZ =00
7~ 4 # 2 # [F] &7 Contour - &t % & %¢ [ # Chicit KA 5 2 HE H
R HER TTESH AR ZERBRBHEA, MEEFZ
@#A o L - Contour{i fr H H B M - FREHAEFMAL o B #

9 1

60 14

o1 1d. at 1339-40.
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(©)Propat International Corporation v. RPost, Inc.

AUGHAFERN L EBWBHEAR N BT &R EHE
AKEHE - W B LR R SR AT MR M A TR o Mo I B T N
B RELEAFEAZMAA  HERABARZZAT AL S
DT H A - B R KB AT R 1 T B R A 2 3% o B
ETHRARAL EF o BANGE EREREESL & R AR
BEZEMEEMDKBELNT AR SRS R F ™ -

A UGE PR AEHE R A ET AR LAL
BERLREFAEAMZEEEY o RBHRERR - A0 EANE
BREHRTREBRE  JITEREEGERREHAZERRL
- AREABABHIT AR A2 EEEEA 4 TSR
BEBMEE LR THAHAZREREI LA ZH L - LA
FRMBEABAZAE - ERAMABHURHEAELLY - BE -
B|EREH  BAERZEAAEA AL ERARBETERMER

62 1d. at 1342-44.

63 Propat International Corporation v. RPost, Inc., 473 F.3d 1187, 1188-89 (Fed. Cir.

2007).

64 Id. at 1187.
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T HGE PR R AR REEHERD KR TR
BABE FHEREEANY S 2H  HEEABALE—SET
Hat o Fluk BEENHEANBREENFRYTEANEAZE L4
Fl - LHERETAZAREARBENL A B2 N T EHA LG
TN - HR S R A H A o

WEFHAWE  RENF—FHETHRFMNEFEAL
EEEE AR TERF G RERE EHE - FOLEAR
— bR Ed o ERRGFY BRI KR TR A LS
B EHEREEAY R BEERBEHEAS R RREEL
HAEEMACBERARAZEE UREUREASRERE
RALF L H S LA ABBERHAZR RS G - LREkt
ERAAEEEEYT R EREAEEL - TR I N EF
AR RS MR AR LR R ZARHAEY o

(VInternational Gamco, Inc. v. Multimedia Games, Inc.

AMRHAFENZERUREAHEHEALT (TR
" International Gamco% | ) o ¥ F = B > W& RS R #
R HALF BT - A AT ATk - HE TR LT o T
HE ERERFEREERE  AGREREENREZZNER—
TR THERAER ) I RERY MREALARBRFAFENZ2

es 1d. at 1189-90.

6 Id. at 1190-91.
’ 1d. at 1193-94.
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(BFHBE) ZEHATHEARFRE - A EREF AR L E
RIS (Hfha) 2T AT A R R  BEEE—HE
W EGRREE AR B o - W E R ERRALE
Pl 3B 2B RN R 2 A AR TR R BB A REE
AFHEAZLHWEEHA RWTAARBEET R LT

i’

(UAlps South, LLC v. The Ohio Willow Wood Company

AMREAFENZERUERARREALT (TH " Alps
South% ; ) o & 3 77 ik Fe B HE B 47 ) R 5 Bk AR Y 0 A Z 470
FoORT BT EIRATR o 7 BT R FFA A RS
TR ARAE - BT AR AR A E SRR B R AR BT o EFR AR
FHERAERREL AR BN ERREZGFPMEAFENZ2F
BAER > (Tl 2R E R AB TR AL - E TR R A R 3% ] B
%71 o

i A5 B R AT ARG - KA B R R AT 09 A I
THEEUREAHREARDARZE AW ENEATKET

68 International Gamco, Inc. v. Multimedia Games, Inc., 504 F.3d 1273, 1273-74

(Fed. Cir. 2007).

69 Id. at 1275-79.

70 1d. at 1280.
m Alps South, LLC v. The Ohio Willow Wood Company, 787 F.3d 1379, 1379-81

(Fed. Cir. 2015).
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B  LWEMAGSHEREREEETIE  LALEREE
FIHAZEBRE : 2B EARGREHSEA % E R
Fo BAHABREEALT LR HEHARN A SEF 28
AR EXNEROZBERAREZENES T
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b - IR b R Y % 4R 3 S i I % Waterman v
Mackenzie & ° 2 B - W ¥ HB MR AEWRE T EA B
T—Haw HEBEEEREFAZERRE Y LKk LHERE
% 5| %% 7l # P 7 International GamcoE 7z R - 5 H M H E AR
WEBAREZEA AR 2 BT AL AT R R ER
ARHGERFR L BT AT ATRF A FEEE—gEd
WEREREHEFANERERREZE - AR AT EE R
BRNBEEBATHRAZEAZEBRAR ZZEAES  #45
HAMAREMERAEROEENE  FH HE  EHEEDA
FHEAELZHME  RUREAREREEENLABR FEA
ZAUNEEHARETERRBEHA SRS RBAAF R -

= bR EE BTG T IR, AR

[FES
(—Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A.

AMGEAFENZERUBREAHRRARLRETD -
TR EEGRREREERE  BhRERETARIERNITELE

& Id. at 1383.

& Waterman v. Mackenzie, 138 U.S. 252, 255 (1891).

“ Alps South, LLC v. The Ohio Willow Wood Company, supra note 71, at 1383-84.

& Id. at 1384.

e 1d. at 1383-86.
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FoHEREZ P REAGRR S EEARAM IR RS
BB R A SRR AL o TV IGE IR R B A AR
MBBEREEARES AR FLEBREHALC TENE
Rz R RmREEE LR fa’

A AGE PR AY  AER R EARERGGEE
FIEEN B BRUBNZLBIEE TR LA LR E L
ZURFSERENEEAZEERREAHE ™ o RBARETFHE -
TNBERN R ERBAR TR AL RREE FAERER
iz BRWEEADRERNEE  FEEERZFHET
BRRFNZHE B—FE BFEANREEZGFREUTH
RHF LREERBHEAZEREAT T RE 2 AL B R ¥
EEA M 3 Y E BT AE Sk E E A A
Rz URAHZERERE &2 #Y

HUBHEY  LHRERAARARACE TEREREHAR
RERFAZE BAMABRGY NEEF  RERRALET
B HBURHEANTENBAFEA LT R - HR 5T
W TEEME T T E R R A R A
BT ZHINRE  DAEEHEBRY AR EEA S L LT

” Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., supra note 21, at

870-72.
8 Id. at 874. (“It is well settled that ‘[w]hether a transfer of a particular right or
interest under a patent is an assignment or a license does not depend upon the name
by which it calls itself, but upon the legal effect of its provisions.’”)
& Id. (“To determine whether a provision in an agreement constitutes an assignment
or a license, one must ascertain the intention of the parties and examine the
substance of what was granted.”)

80 1d. at 874-75.
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e HWHARELRERALERUREACTENEAS
HAZAWEEHF - EHAFHAED

Bt #0303 b o vk P A Vaupel £ 2 R - LR AT —OOOF =
Prima Tek [T —3 o %5 2 - B #0338 _F 37 % 2 7 Vaupel £ # 3%
BBMEANGFIREEZNTEBUREALBETENERE ZE
Fl  REEBHEAR T2 IRE  TRTEHBEBWIZEA
HASWEEAEAZIG - AT - BAAKE EFERA=ZOOOF
ZPrima Tek I£# - AILEBHBEHRARRRELHANAE A
HIEAPRAELHBEEEA  RUATHBTHEAURLFTREASE
AR AL - =3 BT — 3 o AR LR APrima Tek 15 2 7L
BEEFE  EHNEREUBREATE  BREENZHER "EE
HEE  FRHEREREAN Rz WEEEMN - T O FFI R
ABEZANRIREZHEHTRRERHE 2 HEABRR LR
WEREHR o

OMcNeilab, Inc. v. Scandipharm, Inc.

AHERFERNZHE WK M AMcNeilab, Inc. (T &
"McNeilab | ) HZ M AR - WE B TLF R S EAATMAL o
FHREEGAZAGERFRRERANEFEALLR RS ZEW
#% H AMcNeilab 1 4 B 5 3 A2 e 2 #EFf b - &AL B R & 2
oo BAETR A E EIR R iRAE ESF o BB RAER
DRV R REEALESL - AR EMcNeilab 2L 7 B % 17 #2
A Z AR HAL - TAMNFEFRA B LR RE - H SRR

81 1d. at 875. (“The sublicensing veto was a minor derogation from the grant of rights.

It did not substantially interfere with the full use by Vaupel of the exclusive rights
under the patent, and it has been held not to bar capital gains treatment.”)

82 1d. at 876.
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WESHE L EEBRAETAZATME  THETE AN« L
FELAMBLHEANEGZRME : 2BARAREETHSL 3.
HBWAHEAR DR ER TR DR 4 EAE AR AR
FHAZBAY o B KE LR ERERHREF ——BFWT o

B % 1S3 i - B SAMcNeilabih 58 4% 1 32 45 P B2 3 b My
i FARREEANG LM EHEER REREEREL
EREAE45AFEAMEEZ LR ER T HIbEE BRI
BRAIEMZEBAM - WERFEERIA AR T ERAET - #
W BEREHEE R IR BFEAC KRS R RRE EF
MR HERRERTES  EABARTI I KRYEATEER
o ELEERNE L RRRHETE L AEFREER - Bk b
FERAFNREEZER  RAKEF YRR Y 2 BHAE N RE 4
AUWAREABZER  HELRARAFEAZ L WETLHF - &
RFEHETZTEES .

EOEEAAE T EABAGRYEETHE,  GEEEELAP
WE o RHEEANTEY AR B EMAA T HRL SR
HBIARMYZHE o Wb - LR ERES Vanpel K45t - A EERER
HAEHAREEAZENEE RS AR DURBREAZBLY
B fraRA A EEERY A RBENGRE ST HEEE WK
B AIA B R RRE B R 2 i

WHS3EBE L "EERBEARN R EET TR,

8 McNeilab, Inc. v. Scandipharm, Inc., 95 F.3d 1164, 1996 WL 431352, at *1 (Fed.

Cir. 1996).

84 1d. at *2.

8 Id. at *3.

8 1d. at *3.
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W HERRE T AN R RV AEARLT LN - Hik - B3R
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KMME  BERAFTLEZ GEERREERDNENEZZHE
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HANFAEE " EABARERETREAZEN, - WAL
Wk TR A S T R A R B M R AR AT | AR
WA ZENRERL  BHARALERCENRET R LR
B MEFBALARIRFEALEARAY - L HHRE
tHREERAR GRS Z BN ERRETHEFRAERE  FREW
BREACHRAZFEMNZ2HTHER  SMARRETLE S S
FRAEFEERDZRFHAD -

(=) Speedplay, Inc. v. Bebop, Incorporated

AMGEAFENZERRREAHBEARREETD K
HRIGIF N ER - 7 kI FRA AR H @B ETRE
WM EREZT - EF Lo ELRFFEFT RERTHE
BRARRETN LT AR A F L — o B AT EFRE RN F
HanEELGERREEALES  AEREAFLRBME -

REHRERE > BARARREZOFRTHUREALK
o BREAHERRRE  FEHERTEMNDR2E R RE
ASEHAREREZAERN - AT BHFTRBRERGFNE  HE
B AT S R = A RARH R AL AENEAR

87 Id. at *4.

88 1d. at *4-5.

89 Id. at *5-6.

% Speedplay, Inc. v. Bebop, Incorporated, 211 F.3d 1245, 1245-49 (Fed. Cir. 2000).
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BB IR AR A TR I 2 B o W IR AR 2k - 42 5] 3T B Abbott £ >
R EREETAEERERERNIALWE LR - TR
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B 9 A £F S Abbott % 7 B B AL M 0L 2 f 2k - (B T R AE b 3R
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HRBARCREZHE - LRFE AR NI A PR AT Z
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BB ETEHA WA RFHA

@) Azure Networks LLC, et al. v. CSR PLC, et al.

E B AN FRERN —O—HMF+— A ZAzure Networks
LLC, et al. v. CSR PLC, et al. % ( T4 " Azure Networks % | ) 7§
HEBEZH#& - EMEBE o Tri-County £ # > Azure Networks ( T
% " Azure ; ) #Tri-County Excelsior ( T f% " Tri-County ; ) {E %
ERREE - AEBEREN# T EKWCSR PLCE N F (T4

"CSR, ) #HEH AN - 3P Tri-County 7 UL % B X A
7,756,129%% ( T/ "129FF| ; ) ZFEMEAH 2 - Azure A 17 UL 3%
BERZEBHBRAEATPRETHD - F A FESL - LT
County &, B & I # 2 5| ## 3% # -7 Azure % H 3% £ Tri-County & # #£ 3§
Ho 6L - €T B [E] Tri-County 2 7 o Tri-County 7~ At - 1] Hif #F 1038 E 37

o1 1d. at 1250-51.

92 Id. at 1251.
= Azure Networks LLC, et al. v. CSR PLC, et al., 771 F.3d 1336 (Fed. Cir. 2014).
94 Azure Networks LLC, et al. v. CSR PLC, et al., 2013 WL 173788, at *1 (E.D. Tex.

2013).
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EHEBERA R EREY - BRI AR REEENE - B
Bl BREARETAGRREFAFHERD - L P EAHAR
B ER G LA - A5 R RIEEE TG - &
Mo MEAEARSNTERARETERERBEHEA - WEEWE
BABBIRFHAERL RAANEC L ERAEEFRAY - I
AR TR AR AL - BB o

BEEY - LR W AAzure L HLF 1295 F| 2
BEMRA  AAHATEA  BH BHBEBERD LR THES
Fl o DLR 4B A 2 A o B Tri-County B 8 8 b ¥ 3 i # 38 42
F Azure - b3 15 30 BB WL R A Azure B A AR HL AL -

95 Azure Networks LLC, et al. v. CSR PLC, et al., supra note 93, at 1339.

% 1d. at 1340-41.

o7 Id. at 1342.

%8 1d. at 1343-47.
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FlEz M OEABRARTERBHARRBEHEAZTH ©
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P 2 b R - TR A R WP A AT M 4
2z % TERZONALAG LY TUHAREREEZLS
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WA RXREHEHAARER B2 E-_O—HEL
AzureE - AN BHERUBRHEASNEF L HFIMEL T L H
Fl BEBREZHGLALS TGS ORFHEE  FHERE

Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., supra note 21, at
874.
100 Azure Networks LLC, et al. v. CSR PLC, et al., supra note 93, at 1342-43.
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101 Propat International Corporation v. RPost, Inc., supra note 63, at 1193-94.
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XmE W FRAREETTRAERAT (TH T £2
) AE % % s %& & g & ( United States International
Trade Commission, ITC) 15 # Apple A Sl Z EH FF|H KX ( T H#
TR E, £) % FEARE R E SR AT 2 AR T RITC
AENAMBLTWTERA  RTRBRFH - #T52 25 E
0T HE R BR £ B K % Apple /N 7] % FH KK £ Kk DL F 42 H 3R
A ENFEZEFIRE o A 5K A A E I H Apple >
SEATRE - FEEH-_O——%EAH HGoogle N5 i B i &
Fl o O Hm A RITCZ FnE R EH—8'% "% # - =8
B - i EGoogle N 7] B 2 B A B 540 MR SR AT 2
W TR G Bl £ BITCH % £ 3 B KI5 7% # Google
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R A FEEHERITCAMTREEH B EHBRELE - R
HE R

02 Certain Electronic Devices with Communication Capabilities, Components
Thereof, and Related Software, Inv. N0.337-TA-808, 76 Fed. Reg. 60,870 (Sept.
30, 2011).

103 Phil Milford & Susan Decker, HTC Sues Apple Using Google Patents Bought Last
Week as Battle Escalates, available at http://www.bloomberg.com/news/2011-
09-07/htc-sues-apple-alleging-infringement-of-four-u-s-patents.html (last visited:
2016.05.17).

104 Nilay Patel, HTC sues Apple for patent infringement ... using patents purchased by
Google, available at http://www.theverge.com/2011/09/07/htc-sues-apple-patent-
infringement-patents-purchased-google (last visited: 2016.05.17).

105 Foss Patents, ITC doesn’t allow HTC to assert Google’s patents against Apple --
Rent-a-Patent model fails, available at http://www.fosspatents.com/2012/06/itc-
doesnt-allow-htc-to-assert-googles.html (last visited: 2016.05.17).

106 Foss Patents, ITC denies review of decision that HTC cannot sue Apple over

Google’s patents, available at http://www.fosspatents.com/2012/07/itc-denies-
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109 Ernest A. Young, Prudential Standing After Lexmark International, Inc. v. Static

Control Components, Inc., 10 DUKE J. CONST. L. & PUB. PoL’Y 149, 149 (2014).
110 Nancy C. Staudt, Modeling Standing, 79 N.Y.U.L. REV. 612, 612-13 (2004).
m Pfizer, Inc. v. Elan Pharm. Research Corp., 812 F. Supp. 1352, 1356 (D. Del.1993).
(“Standing is a ‘threshold question in every federal case, determining the power of

the court to entertain the suit.””)
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(EELEIGHEBMABRMZIARAL  LE2HETERZ
WA LB S AR 2 £ (cases) $1%3% (controversies) 1 o
Eik b AT NELESEF 2B BARE®
BE s — L /L =4 Z Lujan v. Defenders of Wildlife2 "% - g7 &%
FZRHARCEDAETIH=ZHEL  LEEXEEREZA B %
NAEBNEERENEE B FEELHLE 2REMZEER
WMEZERATAMERERBEG LR JREM T ZHEE RGBT

12 Greibrok, supra note 30, at 112.

13 U.S. Const. art. III, § 2 states that “The judicial power shall extend to all cases, in
law and equity, arising under this Constitution, the laws of the United States, and
treaties made, or which shall be made, under their authority;--to all cases affecting
ambassadors, other public ministers and consuls;--to all cases of admiralty and
maritime jurisdiction;--to controversies to which the United States shall be a party;--
to controversies between two or more states;--between a state and citizens of
another state;--between citizens of different states;--between citizens of the same
state claiming lands under grants of different states, and between a state, or the
citizens thereof, and foreign states, citizens or subjects. In all cases affecting
ambassadors, other public ministers and consuls, and those in which a state shall be
party, the Supreme Court shall have original jurisdiction. In all the other cases
before mentioned, the Supreme Court shall have appellate jurisdiction, both as to
law and fact, with such exceptions, and under such regulations as the Congress
shall make. The trial of all crimes, except in cases of impeachment, shall be by
jury; and such trial shall be held in the state where the said crimes shall have been
committed; but when not committed within any state, the trial shall be at such place
or places as the Congress may by law have directed.”

14 Greibrok, supra note 30, at 113.

15 Lujan v. Defenders of Wildlife, 504 U.S. 555 (1992).

1
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BE - MMEERRAERREE LR o
OBEFEZ RS

LEEAEEBIGAE  BARABURERAHURENE
AT Ak HE " o RFE FE 100Dz 2 H - T EFBA
(patentee ) Fhig B F| o A4k 2 BRI AS - MAEGEAHZ
BN o Y EHEAMAKEFHRE (assign) BF = AW
BERATEEH L HRREREHFED o

AT HEEFMADFSEFREEREMA  TEUEE
Bz M R R E B S A T 2
B BRERMMBAET HREA o WRTHTE - M B RS
SAFBE  BERERZEEEHEBREEAR AL - HAE
FIMAKBRERRELN TAELE  FALREEAD S - &
BAEBET FEEARTEREERELFE - FLEBREHEA
REUES S ERREERDR  ERAZHABEMEEELHHE -
Wit 2EEAEDES T HBEERAET BB R A %
Z A AL o

116 Id. at 560-61.
17 Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1551-52 (Fed. Cir. 1995).
18 35 U.S.C. § 281: “A patentee shall have remedy by civil action for infringement of

his patent.”
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% — L L)\ 4F 7 Textile Prods., Inc. v. Mead Corp. £ 2 R - E BB
WEHABTEARZ 2N TEHAY  RELEEAHAL
L CEAEY E S VTR N N A b
BT R 28R A 2 5 B -

WRBWEHAL A FTENBER R 2WTLHR - B
PR ERIRAR T AN BB REE AR RN L EH
R RN B ARERRZNRT  HEEFEAZLR
B2 £ RFI A RBREETD  NERMEEARL L&
FRATHD  BRIEEBAGEABARA - Lo RFHA TR
RFERECER D

o~ FAEE AR R 2 R AL A
AU EXBERE  BMNEZAEURERAGEZEM &

19 Textile Prods., Inc. v. Mead Corp., supra note 23, at 1484. (“A licensee is not

entitled to bring suit in its own name as a patentee, unless the licensee holds ‘all
substantial rights under the patent.’”)

20 H. Rachael Million-Perez, Post-Lexmark: Status of Prudential Standing in Patent
Law, 49 SUFFOLK U. L. REV. 227, 238 (2016).
Id. (“Such a licensee is in effect an ‘assignee’ and therefore a patentee.”)

1

122 . - . .
Id. (“although a patentee has standing to sue in its own name, an exclusive licensee

that does not have all substantial rights has standing to sue third parties only as a
co-plaintiff with the patentee.”)

123 Ortho Pharm. Corp. v. Genetics Inst., Inc., 52 F.3d 1026, 1030 (Fed. Cir. 1995).
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Bieg TR RBBAR LR, GRS AEEREEA
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RFRAAES TEALNTEHAZEREA B TRELTEY
BAZEBHBREA ) HFRALT :

LEHEMEEHRZEFHA

EA—EF 2 BAEA - B2 EA RN S BRI A
R BEFA B EF| L2 Bl R o A
BxEE BRA#ATATZERERZEZE (constitutional
injury) " EREEEAF L8 G LA E  BAMALETUED
4 HHEH ARG D Z AT HA -

AT WEFTEAHA  GREFSUTEHA 2 HF 4
Ao MEABAREZAREERET LA - EREABHEZYTH
HAWEEMA - AEAMAR KL E E S HILAT R 2
W o 1l B B Azure E BT 2 B 4] o X dn E % H A\ R4 RIS B

124 Karen E. Sandrik, Formal But Forgiving: A New Approach to Patent Assignments,
66 RUTGERS L. REV. 299, 307 (2014).
Newton, supra note 17, at 235-36.
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( effective patentee ) 127,

BELAEEENZERUREARFEERNEA LT EH
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BTAMZARE  MrRFERERRRUFREREELERER
B ARENBRNEN2WE EEA Z PR ABaRan 7 LA AR
Wl e ABRZBFHRLEE "AELWTHENZEREA, £

126 MUELLER, supra note 11, at 550

127 Newton, supra note 17, at 236.

128 McNeilab, Inc. v. Scandipharm, Inc., supra note 83. (“Although title to the patent
remains in the patentee, the patentee is not a necessary party to suit brought by the
exclusive licensee, when the patentee has retained no substantial rights in the
licensed subject matter. Such licensee can sue infringers in its own name and
without joinder of the patentee.”)

Textile Prods., Inc. v. Mead Corp., supra note 23, at 1484.
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*131 o

R > RIE 2T E A 2B A K BB 2 A3
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130 Greibrok, supra note 30, at 115.
131 1d
132 Textile Prods., Inc. v. Mead Corp., supra note 23, at 1484.

3 McNeilab, Inc. v. Scandipharm, Inc., supra note 83.
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13

135 Newton, supra note 17, at 237.

136 Kalman v. Berlyn Corp., 914 F.2d 1473, 1481 (Fed. Cir. 1990). (“It is well settled

that a non-exclusive licensee of a patent has no standing to sue for infringement.”)

4
MUELLER, supra note 11, at 549.

Newton, supra note 17, at 236-37.
138 See also Jonathan S. Masur, The Use and Misuse of Patent Licenses, 110 Nw. U. L.
REv. 115, 118 (2015).
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139 Newton, supra note 17, at 236-37.
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144 Bristol-Myers Squibb Company v. Apotex Pty Ltd [2015] FCAFC 2, available at
http://www.austlii.edu.au/au/cases/cth/  FCAFC/2015/2.html (last visited: 2016.05.
17).
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From the Rule of All Substantial
Rights in the U.S. to Review the
Exclusive License System in
Taiwanese Patent Law

Huang-Chih Sung’
Abstract

It’s a well-accepted concept that the exclusive patent licensees
have the standing to sue for patent infringement independently without
joining the patentees. However, the recent academic and prudential
opinions in the U.S. stated that an exclusive licensee lacks standing to
bring suit if the licensing agreement does not transfer the patent’s all
substantial rights. In this study, it is argued that the said opinions in the
U.S. can be explained by the “act of disposition” of the exclusive
agreement and yet it is difficult to identify what all substantial rights
are. An empirical study on the recent judgments of U.S Supreme Court
and Federal Circuit is therefore conducted, finding that while the
standing issue derived from patent transactions was considered case by
case, no general rule was established by the courts. On the ground of

the empirical study, the necessary and prohibitive provisions of the
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patent exclusive agreements to ensure the transfer of all substantial
rights are analyzed and concluded. In addition, the recent academic and
prudential opinions in the U.S. are also applied to review the Taiwan’s
Patent Law, revealing that its provisions relating to patent exclusive
license are not complete and precise enough. After conducting a
comparative study, two aspects of a patent law amendment are proposed
as follows: (1) the patent exclusive license should be well-defined in the
Patent Law, including the necessary and prohibitive provisions of the
patent exclusive agreements to ensure the transfer of all substantial
rights; and (2) the patentee should have no more standing to sue for
infringement independently if the exclusive licensee has obtained the
standing to sue independently. The patentee, however, could still bring

sue by joining the exclusive licensee.

Keywords: Patent, Patent License, All Substantial Rights, Patent
Infringement Litigation, Standing to Sue
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