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= [ ] PE7 pbAZ A% (World Trade Organization, WTO ) ’i’l’?ﬁj[]'ﬁ—_’ﬂ/ ==y b
?J %g N '*Fﬁl ZERf & M £, ( The Agreement on Trade-Related Aspects of
Intellectual Property Rights, TRIPS) ﬁ'%%%l’i—' > See Article 45(1) of the TRIPS
Agreement (“The judicial authorities shall have the authority to order the infringer
to pay the right holder damages adequate to compensate for the injury the right
holder has suffered because of an infringement of that person’s intellectual
property right by an infringer who knowingly, or with reasonable grounds to know,
engaged in infringing activity.”). See also Article 13 and Recital 26 of Directive
2004/48/EC of the European Parliament and of the Council of 29 April 2004 on the
enforcement of intellectual property rights (The EU IP Enforcement Directive);
Article 18.74(3) of Comprehensive and Progressive Agreement for Trans-Pacific
Partnership (CPTPP).
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See THOMAS F. COTTER, COMPARATIVE PATENT REMEDIES—A LEGAL AND
EcoNoMIC ANALYSIS 63 (2013)(“[T]he patentee winds up at least no worse off, and

the infringer at least incremental worse off, than either would have been absent the
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infringement.”).

See id. at 63-64 ( Cotter?ﬁ‘?‘ﬁ?ﬁ’?@‘ﬁﬁﬁﬂhe first principleﬁ'%%;[/ Fzr%f_) °

See id. at 64-65 ( Cotter?ﬁ‘?‘ﬁ?ﬁ’?@‘ﬁﬁﬁﬂhe second principleﬁ'?fﬂ/ ﬁrﬁﬁ_) °

See C. BRADFORD BIDDLE ET AL., PATENT REMEDIES AND COMPLEX PRODUCTS—
TOWARD A GLOBAL CONSENSUS 19 (2019)(“[T]he royalties awarded in the litigation
should be commensurate with the value of the patented technology as so defined.”).
See WILLIAM M. LANDES & RICHARD A. POSNER, THE ECONOMIC STRUCTURE OF
INTELLECTUAL PROPERTY LAW 19-20 (2003).

See COTTER, supra note 5, at 67-69 (Cotter?’??‘&ﬁ‘?ﬁ‘ﬁ}%fﬁlUThe third principleﬁ'%%

10
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18 See BIDDLE ET AL., supra note 8, at 55; COTTER, supra note 5, at 199 (“Third, it

may have to determine which costs, precisely, are properly deductible from gross
revenue for purposes of determining the profit attributable to the sales of infringing
items.”).
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See Ted Sichelman, Purging Patent Law of ‘Private Law’ Remedies, 92 TEX. L.

REV. 517, 555-60 (2014).
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ﬂjiﬁﬂiﬁﬂ > See Thomas F. Cotter, Demystlfymg Patent Holdup, 76 WASH. &

LEE L. REv. 1501, 1507-08 (2019).
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See COTTER, supra note 5, at 53-54.
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3 See Daniel F. Spulber, Finding Reasonable Royalty Damages: A Contract

Approach to Patent Infringement, 2019 U. ILL. L. REv. 615, 659-60 (2019) ( {&¥
I ﬁ'?ﬁ Y Y Informed Contractfiy |7 = ]34 I'%'f [ EARES ﬁlﬁﬁ@%%ﬁﬁ
REH|E }FJ%F?} {#7)  John M. Golden, Reasonable Certainty in Contract and

Patent Damages, 30 HARV. J.L. & TECH. 257, 273-74 (2017) ( [EH{EH|E 599%™+
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See BIDDLE ET AL., supra note 8, at 9.

% Id. at 19, 23.
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36 See Norman V. Siebrasse & Thomas F. Cotter, 4 New Framework for Determining

Reasonable Royalties in Patent Litigation, 68 FLA. L. REV. 929, 938 (2016)(“[A]nd
it offers a more persuasive reading of Sinclair Oil--the case quoted at the beginning
of this Article, in which Justice Cardozo coined the term ‘book of wisdom’ to refer
to the use of ex post information in damages calculations. It is also consistent with
the standard articulated by courts in Europe’s largest patent litigation system,
Germany, which requires estimating what reasonable contracting parties would
have agreed to, at the conclusion of a licensing agreement, if they had foreseen the
future development and specifically the duration and amount of the use of the
patent.”)(note omitted).

See BIDDLE ET AL., supra note 8, at 34.
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37
38

inquiry requires a hypothetical reconstruction of the market as it would have

existed ‘but for’ the infringement”).
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e LI ELF| (standard essential patent, SEP) [/F_TJJ FIETE > TF R T T
F,% "Rejipl | (fair, reasonable and non-discriminatory, FRAND ) I/ ?’y@fﬁﬂj
P v “%'Eﬁﬂ ﬁ'jd‘ﬁ?" OpEy o PR PR A i%’?’lﬁ/f"qw IEEE ]
s o 3D L) T S ALY B IR Ty
MO A E ) 7 X [ES'”J’*H FRE WETRLS QAL G VI RV R E'Eff—
(EF E‘E?‘PJE [P Y (i oY 5%’*”@!5@ gt o TEFE AR E VFHET o See
Norman V Siebrasse & Thomas F. Cotter, The Value of the Standard, 101 MINN.
L. REV. 1159, 1167-70 (2017).
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42

See BIDDLE ET AL., supra note 8, at 52-55 (I'] F=§i £ p@gﬂgﬁ%ﬁ) 0
43

See id. at 60-64 (“GEIT]|H 4 RHERGEL ) 7 2R FF199) 0 64-66 (4
E ZJIEEJI AP 3er s [ R T TR ED - RL T I ?EJ#'F%T%?EJ ﬁ, I (U e e [
F e

FIFEE JELLY SE050 B O BT R S0 SRS S S Ps 7]
SRR AIPIY 6 % B IRTL F S -

PPk I e %L[E‘"EJ’%U?HWH? FRipI [ & fLEE - See Mentor Graphics
Corporation v. EVE-USA, Inc., 851 F.3d 1275, 1288, 1290 (Fed. Cir. 2017)(“entor
Graphics Corporation v. EVE-USA, Inc., 851 F.3d 1275, 1288, 1290 (Fed. Cir.
2017) in particular through the Panduit factors. Panduit’s requirement that

44

45

patentees prove demand for the product as a whole and the absence of non-
infringing alternatives ties lost profit damages to specific claim limitations and
ensures that damages are commensurate with the value of the patented features.”);

BIDDLE ET AL., supra note 8, at 66-69.
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10 FEUEK o See BIDDLE ET AL. supm note 8, at 69.
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42% 484 > F11408-1409 > 2013 12F] -

48 .
See BIDDLE ET AL., supra note 8, at 72 (“In particular, ‘awards of defendant’s

—1

profits threaten to undermine the principle that courts should not overcompensate
patent owners.” For instance, where the infringer is more efficient than the patentee
(i.e., it has a higher per-unit profit), the patent owner may be better off under a
disgorgement remedy than if the infringement had never occurred.”).

x \ﬁ’ FINF Fr19465F & M5 LH”AI"Q@*UELV?%ETF& LRI PFE BT B
b=} F‘r{fEJ:‘? Eﬁ VS ELE T o (EE %ﬁﬂl IV 48 - (5% DA F fE
e [Pp AR [asﬂjrﬂj T BT289f i (35 U.S.C. §289) o (i (D472
ERARENIEE A e S Eﬁﬁ'EﬁH ANGIR IR ) BB 21 | B 1T
D UL SR - SRy iﬁ?@%ﬂﬁﬁ4ﬁﬁv
SHEME (15 US.C.§1117(a)) » yTd "] 93 » &4 ﬂ*ﬁgﬁiif, &
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Rz HM EWSERELE L NEBEHBERM  FEHEEY
THEERENAEEHE IR - WERBRORE  TRUHES
BH kA BEIFEHEREET B2 o3 H

WA TREEE YRR TEEMNE, Y AEH
Flest EERBEREZRE  TEHHEHEE T ET REFA A
B EA Y WRHEAER o WEBRAE  HEEHETEE
6, 3L AR B B B % 0 R AN - R T B ShE M T A A B  By
KRR AR AT RE RS T R 2B SR EE
ABEREZEN HOTHAENEHEEEEY - Hik RE
BHEREARZ ST - 7 2R 2 H AT R 3RS E IR
WEE P UABEF SN TR QMR EERE LR BN -
FARBHERTHERE  BRENTR TS LZHEEFH A

R SR 2 SRR AT 2 RV ) LR - See Romag Fasteners,
Inc. v. Fossil, Inc., 140 S. Ct. 1492, 1497 (2020)(“Given these traditional
principles, we do not doubt that a trademark defendant’s mental state is a highly
important consideration in determining whether an award of profits is appropriate.
But acknowledging that much is a far cry from insisting on the inflexible
precondition to recovery Fossil advances.”).

S0 See BIDDLE ET AL., supra note 8, at 80 (“[D]isgorgement may create a significant
risk of over-deterrence, causing firms to be less willing to introduce new and
innovative products, particularly complex products that incorporate numerous
different technologies. In addition, non-compensatory damages awards like

5 disgorgement threaten to exacerbate the holdup problem.).

See Thomas F. Cotter, 4 Research Agenda for the Comparative Law and
Economics of Patent Remedies, in PATENT LAW IN GLOBAL PERSPECTIVE 637, 663-
64 (Ruth L. Okediji & Margo A. Bagley eds., 2014)(“A rational would-be user
would never agree to pay more to license a patented technology than the value it
expected to derive from the use of that technology (in terms of enhanced profits or

lowered costs) in comparison with the next-best alternative”).
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52 . .
See BIDDLE ET AL., supra note 8, at 23-24 (“Both sides often can make a substantial

claim to at leasta portion of the incremental value—the patentee because this value
results from use of the claimed invention, and the adjudged infringer because it
made complementary or supplementary investments that resulted in a commercial
embodiment of that invention. How then should the value be divided?”).

See COTTER, supra note 5, at 52 ( [E# AU Scenario 3}&{*\,5&'@?&5 ERARES
AT AT R Y DS 0 (Rl §F1F§%f“Scenario 3 is different, in that society

benefits not from discouraging use by the (more efficient) competitor, but rather

53

only from discouraging his unauthorized use.” ) -
35 U.S.C. § 284(1) (2011)(“Upon finding for the claimant the court shall award the

claimant damages adequate to compensate for the infringement, but in no event less

54

than a reasonable royalty for the use made of the invention by the infringer,
together with interest and costs as fixed by the court.”).

% See JOHN SKENYON ET AL., PATENT DAMAGES LAW AND PRACTICE § 3:2 (2019)

—54—



——— =7 SHEET S RWHABER B AL K FER2H 23

R RS TR SRR - 7T R Pk P R
B HE—AWAE 2EEAZCEMEABE "HHA%
ZHEBWHEES  AEBAS T ER B IR A—MBZBER
0o —NA—EFEERF K EREHEF Tk 2 F 45
Bz AERF S HARFEREERHE L ZEREMEY - —
AREZERERAGHEEA L ZHELSE  THRATTLEEN S
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THHEBLEABAZEEAGRFEERAERZ AR - BA—
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Wk B HAEBAH SR AEHEH T E A R A AR
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RARBFHEEAT CHEARE  FaEZRES-

BE REBEEANAMFEZER  2BHAS 2B EBMH
BRI EEEEE wg B (BEABARLE A%
WAz A) EAWERTEELBHHE - R TALER R HEMEU

(Westlaw database).

%6 See Michael Risch, (Un)reasonable Royalties, 98 B.U. L. REV. 187, 206-09 (2018).

57 See COTTER, supra note 5, at 120.
58 See Risch, supra note 56, at 193-94 ( (BH '] S [ 5 i[)ﬁﬁ ¥ [% Seymour v.

McCormick% £5 5] ) -
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59
See COTTER, supra note 5, at 120 (“When the patentee does not or cannot prove any

lost profits, however, an award of reasonable royalties is said to serve a ‘floor or
minimum compensation for the defendant’s unauthorized use.”); Cotter, supra note
51, at 663; 35 U.S.C. § 284 (2011)(“Upon finding for the claimant the court shall
award the claimant damages adequate to compensate for the infringement but in no
event less than a reasonable royalty for the use made of the invention by the
infringer, together with interest and costs as fixed by the court....”).

See Mark A. Lemley & A. Douglas Melamed, Missing the Forest for the Trolls,
113 CoLuMm. L. REv. 2117, 2124-25 (2013)(“The excess costs imposed directly by
trolls could come in a variety of forms: (1) damages/royalties for patents that,

60

while valid, would otherwise not be enforced; (2) damages/royalties for infringing
invalid patents; (3) damages/royalties in excess of the value of the patented
technology, even assuming the patent is valid and infringed; and (4) litigation and
related costs in excess of those that would otherwise be incurred.”).
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=~ B ERER SAHRE E IS E B B K Georgia-Pacificfiiy B HEH]

H—NE—5% ZEEAHGEEALERALBERE
HE - —HI—ABOE LT BB % B 1 Georgia-Pacific
Corp.— 2% FRIHEAWH EAZE  EakkEr H15E4HE
Rl &t Hz 2%/ % - i@ fBGeorgia-Pacific 15 F % o %15 H
FHNLEHETOBEHALBEREH L2 VE 24 54
ERM A

BOERMZARE - HE > "TAVEHEMEN RESTIFRAESEENE
BEERME > NEMESHEREF SR —K o See Norman V. Siebrasse &
Thomas F. Cotter, Judicial Determined FRAND Royalties, in TECHNICAL
STANDARDIZATION LAW-—COMPETITION, ANTITRUST, AND PATENTS 365, 367-69
(Jorge L. Contreras ed., 2018).

62 See COTTER, supra note 5, at 119-20.

63 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. 1116,
1119-20 (S.D.N.Y. 1970), modified and aff’d, 446 F.2d 295 (2d Cir. 1971).

64

E B HAEEE Ry Georgia-Pacific ISTHRNZRIEEAEM LREEFSHFNEZ
R EBEERE A  BRAKZISEHREZE RGBSR E  H51E
F o ARBEMESBAFNARMAGHENSREREFE Z2EHHERER
see Ted Sichelman, Innovation Factors for Reasonable Royalties, 25 TEX. INTELL.
Prop. L.J. 277, 321-25 (2018); JRAHUEE AR ERAIRE 2 AH - DB
NHRREEZ TEE O ER GRS S EEN MR E R ET T Z BAEE
{H > see John M. Golden & Karen E. Sandrik, A4 Restitution Perspectives on
Reasonable Royalties, 36 REV. LITIG. 335, 373-74 (2017).
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65 See SKENYON ET AL., supra note 55, at § 3:9.

66 Id. at § 3:10.

67 Id. at § 3:13.

68 See BIDDLE ET AL., supra note 8, at 22-23 (“For example, it is well established in
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U.S. law that the parties to the hypothetical negotiation are assumed to have known
that the patent value was valid and infringed.”).

See BIDDLE ET AL., supra note 8, at 14.

70 See id.

n See id. at 15-16.

2 See Daralyn J. Durie & Mark A. Lemely, 4 Structured Approach to Calculating
Reasonable Royalties, 14 LEWIS & CLARK L. REv. 627, 636 (2010) (4 *’ﬁ%‘f

BYP U 2 RIRED
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& See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120

(“The nature and scope of the license, as exclusive or non-exclusive; or as
restricted or non-restricted in terms of territory or with respect to whom the
manufactured product may be sold.”).

" I
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S See SKENYON ET AL., supra note 55, at §3:23 (“As a result, the nature of the

hypothetical license under this factor should include the type of license the parties
would likely have agreed to and to the extent the actual licenses in evidence are
different, some evidentiary linkage with the hypothetical one.”).

76 See RICHARD B. TROXEL & WILLIAM O. KERR, ASSETS AND FINANCES: CALCULATING
INTELLECTUAL PROPERTY DAMAGES § 5:32 (2013).

L See id.

8 See SKENYON ET AL., supra note 55, at § 3:23.
79
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See Lucent Technologies, Inc. v. Gateway, Inc., 580 F.3d 1301, 1326 (Fed. Cir.
2009).

80

81

—61—



30 EKRFEFH % — <A

Q) EAAH %

B XEEN L TEREREER R SR 2 AF R T
HABARTISZ BB R BERE - BZREE R EHHA
Z BB 1% o R A A E WA 358
EEHE EWHBERSE  EEEAETREAFEAN LA
BYA - RS BREGT 2 BEGEGAZ  DEEE B MR E
BHBZBERE  EABWERN  PUTHEERAFERZEA
HEESR —ERFEHEE  WEBEREERIE  HiTAe2E
FIEEER  ERBEL BRI NLGBERASZHERM - LE &
AR LeYBELHBNSZHE - ERARARBEERL T LW
Bk BUREERBEEE  HEEEHEZIRE  RASEA
SERETEES BN ERARRER T R R
BLBAERGLEMF S ZHE  UATREBL—RE - FHEHE
EUBEBNEFE LR AR S T TR T
EHEZAEEAEY - R AEZFEEZEE - FEREAR
AZEZBHBEHEE SHREHEABALSEEHARFEAR LM
A EEERRE  WRERAERZAEY  mB—%  LE

82 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120

(“The licensor’s established policy and marketing program to maintain his patent
monopoly by not licensing others to use the invention or by granting licenses under
special conditions designed to preserve that monopoly.”).

83 See SKENYON ET AL., supra note 55, at § 3:24; TROXEL & KERR, supra note 76, at
§ 5:33.

84 See id.

8 See Radio Steel & Mfg. Co. v. MTD Products, Inc., 788 F.2d 1554, 1557 (Fed. Cir.
1986)(“The court concluded that [c]onsidering the age of the patent, the patent’s
novelty and contribution to the industry, Radio Steel’s unwillingness to license, the

profit margin on the wheelbarrows, the availability of wheelbarrows from other
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WY AR S (R AR R B SR B A REE
HEHFREAREAL AR MARNATEEHESE 4%
BASBAANREEES 24P  SHARALGHE £ AT
B BEE  —RTs BABAREMELY  REABFH2R
B RAEMRE  REERETAREEAZES LB
HBEEEHRED MR G E ARG ETRE  EHik - 4%

manufacturers, and the collateral sale benefits, the Court finds 10% to be a
reasonable royalty on MTD’s sale of wheelbarrows to other than K-Mart and the
White Stores.”).

86 See Ericsson, Inc. v. D-Link Systems, Inc., 773 F.3d 1201, 1230 (Fed. Cir. 2014).

87 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120
(“The commercial relationship between the licensor and licensee, such as, whether
they are competitors in the same territory in the same line of business; or whether
they are inventor and promotor.”).

88 .
See id.

89 See SKENYON ET AL., supra note 55, at § 3:25.

90

See Egry Register Co. v. Standard Register Co., 23 F.2d 438, 443 (6th Cir.
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RN - RFIHEEATEZRE 8 rmibBn> o h—#H
FEYEEFERTAERA L2 BERMIE - hF ZEE4T
BZ - BAZELERAY TANTABREEY, REZRETS - B
WA R HEZE Bk EHE TATLAEERR , BHEZR
HewE 3B

@) %638 [H &

KEZWF$4E  $5HEZ2EYE  TERHERAZHAM
B M EAREEREABAZE LS ER TS
BBk N hMEMETEAGHEZ A TINE B
EHABERRBNEAREEL REEEEERG - EREZH 5
PRI & Bl E A IR AR B 2 A EE Y (convoyed
products ) = B f| 47 £ 4 ( derivative products ) - ZF B HF A F &
FIRBEFIMEET  EHELEABSBZIEANY - FTEEASERE
Wi PR E AR ER R REY e AR AZAER

1928)(“It is a step further, and we think a necessary one, to say that, when the
patentee’s business scheme involves a reasonable expectation of making future
profits by the continuing sale to the purchaser of the patented machine, of supplies
to be furnished by the patentee, which future business he will lose by licensing a
competitor to make the machine, this expectant loss is an element to be considered
in retroactively determining a reasonable royalty;”).

91 See TROXEL & KERR, supra note 76, at § 5:34.

92 See Ericsson, Inc. v. D-Link Systems, Inc., 773 F.3d at 1230.

% See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120

(“The effect of selling the patented specialty in promoting sales of other products
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of the licensee; the existing value of the invention to the licensor as a generator of
sales of his non-patented items; and the extent of such derivative or convoyed
sales.”).

See Powell v. Home Depot U.S.A., Inc., 663 F.3d 1221, 1240 (Fed. Cir. 2011)(“By

installing saw guards, the jury learned that not only would Home Depot maintain

94

this competitive advantage in the market for cut lumber, it could also protect its
profits from follow-on purchases of nails, hinges, and other goods that are often
purchased simultaneously with cut lumber.... Thus, it was proper for the jury to
consider Mr. Powell’s evidence regarding Home Depot’s desire to keep its radial
arm saws to maintain a competitive advantage over other home improvement stores
that did not offer custom-cut lumber services and protect its profits from sales of
goods often sold in conjunction with custom-cut lumber.”); Deere & Co. v.
International Harvester Co., 710 F.2d 1551, 1559 (Fed. Cir. 1983)(“In fact, the
district court did nothing more or less than take into account the impact of
anticipated collateral sales of an admittedly noninfringing product line on the
respective bargaining positions of the parties engaged in the theorized licensing
negotiations.”).

95 See SKENYON ET AL., supra note 55, at §§ 3:26-28; TROXEL & KERR, supra note 76,
at § 5:35.
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28— FAZHE

FoEA AT ERLERNAFEAMWEAREEZE X
Bag s o BRBEME 2R AR A H T AT
- hEREEFTEET ST L ERESRFS - £
SR A A BEAREET AR S RAAB R BT S RE
KBS RN 2 AT T2 o WSR2 i A
BEENARFRARBEHATERERESREM=-% T
B2 EHEF AT MABEFREEREALEARN LR HEH
ez THEm AEREATERERFMEE  EULEEFE
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% See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120

(“The duration of the patent and the term of the license.”).
7
9 See SKENYON ET AL., supra note 55, at § 3:29; TROXEL & KERR, supra note 76, at
§ 5:36.
98

See SKENYON ET AL., supra note 55, at § 3:29.
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AR EABAZTEEEEL  UREEE HEFEEER
EHz MR E - FEEE  ARENHBEREZFRLEAZEE
)% 8TE A %
AEZIEEREAFRAMME N TRG - DR WA T E
WZEEAE  HERIURLERED - WEANATE LEFL
EHER BRERFAE BLRYURLRE TTE8 - B
HAB ST A BRI REES AT £ R R
B ERALE A £ R AEERET AT Bt BRAE
g MEEREAMEEFES 2 BN THESTHETRS
' B WM ER YT EH I ETFBEY  EUAERF S
BEBMZERGHSE  FAHE ERABRHTHERY &
FIME A 2 2 T LMo B R - DR 3 FHE A BT 3k 2 )
LREAT CAHEEALZERNE  EARAZTRENER
WEel (BEHE)  BREATBEELABEZABHAS -
FAEE UEsRmEfEaRegmEs a1 " - &

% See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120

(“The established profitability of the product made under the patent; its commercial
success; and its current popularity.”)
00 See TROXEL & KERR, supra note 76, at § 5:37.
101 See SKENYON ET AL., supra note 55, at § 3:30; Asetek Danmark A/S v. CMI USA
Inc., 852 F.3d 1352, 1363 (Fed. Cir. 2017)(“Negotiating for a per-unit payment
equal to its per-unit profit can be a logical approach for a patent owner that is

1

uncertain of how many sales might be lost by granting the license at issue or is just
using its own experience to place a value on the right to use the technology at
issue.”); Mitutoyo Corp. v. Central Purchasing, LLC, 499 F.3d 1284, 1292 (Fed.
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ARENEF AT AT R ENE  CHRYEFT AR
FHEAMMTHEHRL LR AFEAZRFHEEERERLE
WO ZHE A EEY 2 EH SR B B R
BHNEMZER  UREZAFEAZEFREERE  BAEH
BHAEETEMBE - EEGHH—#%  EHEEELER
FZ TATABEEN , AM4 LEZBTAERN > 578 G5
TENERF AL THABE Al LHEETHERNEEL
EEAZEAMEE RO EFEE BASME2EEE
BREAFEAZEFHEGE B RIEELEER R E
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Cir. 2007)((“It admits that its anticipated profit margin was 70% and that
Mitutoyo’s profit margin was 29.2%. While the trial court could have looked to
other figures in determining what Central would have been willing to pay and what
Mitutoyo would have required for a license, its use of these figures was not clearly
erroneous. Moreover, the 29.2% figure is reasonable given the contentious history
between these two parties.) (citation omitted) On these facts, it is unlikely that
Mitutoyo would have been interested in less than a 29.2% rate, and the trial court’s
decision to use that rate was certainly not an abuse of discretion.”).

102 See id.

103 See SKENYON ET AL., supra note 55, at § 3:30 (“But this factor is not really
applicable or at the very least requires a considerable adjustment in cases involving
Standard Essential Patents (‘SEPs’). The Federal Circuit has made it clear now in
two cases that the commercial success of the patented invention is likely inflated
because the standard requires use of the patented technology, whereas the
commercial success of Factor 8§ must be limited to the patented technology alone,

apart from its inclusion in the standard.”).
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BERBM RN AR S SREHERET FEAFEFE
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B ERZTE - WE T EEMEE LR AS - AN
FRRE (- 7 3R B R R K E A R BT B B
B2 I ERHF  KEZEZERERF 2 TATAEEY
W REANMBTE L RERAEREESRR” fxEm
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104 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120
(“The utility and advantages of the patent property over the old modes or devices,
if any, that had been used for working out similar results.”).

105 See SKENYON ET AL., supra note 55, at § 3:30; TROXEL & KERR, supra note 76, at
§ 5:38; Mars, Inc. v. Coin Acceptors, Inc., 527 F.3d 1359, 1373 (Fed. Cir.
2008)(“Second, even if Coinco had shown that it had an acceptable noninfringing
alternative at the time of the hypothetical negotiation, Coinco is wrong as a matter
of law to claim that reasonable royalty damages are capped at the cost of
implementing the cheapest available, acceptable, noninfringing alternative. We
have previously considered and rejected such an argument.... To the contrary, an
infringer may be liable for damages, including reasonable royalty damages, that
exceed the amount that the infringer could have paid to avoid infringement.”).

106 See SKENYON ET AL., supra note 55, at § 3:30.
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IHEMGRRESE, 7 E AN ZIERERAEARATHAS
BRI A EERE  FORRETAREAEAR TS
Pl REFAEBLHE L EREHABEREEZHEL T
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107 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120
(“The nature of the patented invention; the character of the commercial
embodiment of it as owned and produced by the licensor; and the benefits to those

who have used the invention.”).
10

1

8 See SKENYON ET AL., supra note 55, at § 3:32.
09 See TROXEL & KERR, supra note 76, at § 5:39.
110 See Lucent Technologies Inc. v. Gateway, Inc., 509 F.Supp.2d 912, 963 (S.D. Cal.
2007), aff’d, 543 F.3d 710 (Fed. Cir. 2008)(“Even more problematically, however,
is the lack of evidence showing that the patented features set forth in the claims of
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R DB EREAEEEEERARES AT EEER
- HEHEEMAFEAMMSALEE 7 0 RAEHEY X
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the ’457 and/or 080 patents were the basis for customer demand and/or the
substantial value of the product sold. Importantly, neither the 457 patent nor
the 080 patent covers MP3 capability per se. Rather, each patent relates to a
particular feature of MP3 capability.”).

m See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120
(“The extent to which the infringer has made use of the invention; and any
evidence probative of the value of that use.”).

12 See TROXEL & KERR, supra note 76, at § 5:40; Sinclair Refining Co. v. Jenkins
Petroleum Process Co., 289 U.S. 689, 698-99 (1933)(“This will generally be the
case if the trial follows quickly after the issue of the patent. But a different
situation is presented if years have gone by before the evidence is offered.
Experience is then available to correct uncertain prophecy. Here is a book of
wisdom that courts may not neglect. We find no rule of law that sets a clasp upon
its pages, and forbids us to look within.”); Lucent Technologies, Inc. v. Gateway,

Inc., 580 F.3d at 1333-34 (“Consideration of evidence of usage after infringement
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2 114
3o

started can, under appropriate circumstances, be helpful to the jury and the court in
assessing whether a royalty is reasonable.”); Summit 6, LLC v. Samsung
Electronics Co., Ltd, 802 F.3d 1283, 1298 (Fed. Cir. 2015)(“Mr. Benoit first
estimated Samsung’s economic benefit from infringement by specifically focusing
on the infringing features and by valuing those infringing features based on
Samsung’s own data regarding use and on its own financial reports outlining
production costs and profits.”); Finjan, Inc. v. Blue Coat Systems, Inc., 879 F.3d
1299, 1310 (Fed. Cir. 2018)(“At trial, Finjan attempted to tie the royalty base to the
incremental value of the infringement by multiplying WebPulse’s total number of
users by the percentage of web traffic that passes through DRTR, the WebPulse
component that performs the infringing method. DRTR processes roughly 4% of
WebPulse’s total web requests, so Finjan established a royalty base by multiplying
the 75 million worldwide WebPulse users by 4%. Although DRTR also performs
the non-infringing functions described above, Finjan did not perform any further
apportionment on the royalty base.”).

13 See SKENYON ET AL., supra note 55, at § 3:33.
114

FPRCRL UK AR ER - [RED RS B P SRR B 2 LA
J[ : Siebrasse & Cotter, supra note 36, at 935-36; ™ S5 4f » ZFLFYN © ]
Gregory Sidak, How Relevant Is Justice Cardozo’s “Book of Wisdom” to Patent
Damages?, 17 COLUM. ScI. & TECH. L. REV. 246, 283-84 (2016).
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A WLARAEZERMBEEIAAMARE TR BEHA LR
FIA BB 2 B EEBERTHABEE A ST "o
MAEZZXERZ  EAEHMALZBERMENE NEAZH
FlzBf AL MERER (BELGEAE)  REHETE R
AR WIBEBEEES  KPHRASEAREHLT
B BRI TSR WEFEEZEERETE B e
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15 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120
(“The portion of the realizable profit that should be credited to the invention as
distinguished from non-patented elements, the manufacturing process, business

risks, or significant features or improvements added by the infringer.”).
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116
See BIDDLE ET AL., supra note 8, at 25 (“We therefore recommend that, to the

extent possible, the split of the incremental profit should reflect the value of any
such ancillary services or risks that either the patent owner or the infringer, in fact,
undertook.”).
"7 See id. at 24-25 ('] Tights, Inc. v. Kayser-Roth Corp. 442 F. Supp. 159, 164
(M.D.N.C. 1977 £ )
8 See SKENYON ET AL., supra note 55, at § 3:36; TROXEL & KERR, supra note 76, at
§ 5:42.

11
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KEZERRLZBERAHGE  RANIRER  FHBT U
M 2w EMHE , (the entire market value rule ) - LL{E 4 3
BRERZ ALY FARAGHTHEOEHFLHERML "R
Mg, e TxAWBEMERN, A% BNLEALER
FleHERGEZEN - REREN  HEERHHEAEHIKE
FIAEA THIEEE, B AUREABELBZHENG  BREF
BHZBZEEETERFERFEAMEZY P o BR A HEHEF
SrEERM . TRAVEEMEN, ABEE LW BHL

”gwgw&@§WF@ﬁfﬁ B YT

G EE e AT R EJFFUL_ o See id. at § 3:37.

ANl Bl wegE L [“?.r’bjjl FIIAE {1 i %T:ﬁ;HE]‘l;!ﬁ o1 E (apportionment) EEH
SHEHEPPSHPRRLS | RS- LEC R8T (DS e
R o P Rl F R Ef] o See Summlt 6, LLC v. Samsung Electronics
Co., Ltd, 802 F.3d at 1298 (“In this case, Mr. Benoit’s damages methodology was
based on reliable principles and was sufficiently tied to the facts of the case. Mr.

120

Benoit first estimated Samsung’s economic benefit from infringement by
specifically focusing on the infringing features and by valuing those infringing
features based on Samsung’s own data regarding use and on its own financial
reports outlining production costs and profits. Mr. Benoit then envisioned a
hypothetical negotiation in which the parties would have bargained for respective
shares of the economic benefit, given their respective bargaining positions and
alternatives to a negotiated agreement. Mr. Benoit’s methodology was structurally
sound and tied to the facts of the case.”).
121 See BIDDLE ET AL., supra note 8, at 41-42.
2 See id. at 64-65; Rite-Hite Corp. v. Kelley Co., Inc., 56 F.3d 1538, 1549-51 (Fed.

Cir. 1995).
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123 See BIDDLE ET AL., supra note 8, at 43 (“[T]he value of the entire accused product

will tend to have an undue influence on jurors in cases where the asserted patent
covers just one of many components or features that comprise the entire product,
and in such cases may lead to damages awards that are overcompensatory.”).

124 See Power Integrations, Inc. v. Fairchild Semiconductor International, Inc., 904
F.3d 965, 977 (Fed. Cir. 2018)(“Undertaking an apportionment analysis where
reasonable royalties are sought generally requires a determination of the royalty
base to which the royalty rate will be applied. We have articulated that, where
multi-component products are accused of infringement, the royalty base should not
be larger than the smallest salable unit embodying the patented invention.”).

125 See Power Integrations, Inc. v. Fairchild Semiconductor International, Inc., 904
F.3d at 979 (“As LaserDynamics, Versata, and VirnetX held, the entire market
value rule is appropriate only when the patented feature is the sole driver of

customer demand or substantially creates the value of the component parts.”).
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12 . . .
6 1d. (“A patentee may do this by showing that the patented feature ‘alone motivates

customers to purchase [the infringing product]’ in the first place.... But when the
product contains multiple valuable features, it is not enough to merely show that
the patented feature is viewed as essential, that a product would not be
commercially viable without the patented feature, or that consumers would not
purchase the product without the patented feature.... When the product contains
other valuable features, the patentee must prove that those other features do not
cause consumers to purchase the product.”)

127 See Lucent Technologies, Inc. v. Gateway, Inc., 580 F.3d at 1339 (“There is nothing
inherently wrong with using the market value of the entire product, especially when
there is no established market value for the infringing component or feature, so
long as the multiplier accounts for the proportion of the base represented by the
infringing component or feature.”); Exmark Manufacturing Company Inc. v. Briggs
& Stratton Power Products Group, LLC, 879 F.3d 1332, 1348-49 (Fed. Cir. 2018).
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Bl BEESEABEEASEERMEE B TEHIIZRES
SR EE AL BTHE CHIRBERZ MRS
4 RRAEENENE  ETEAFEANGRTEEHH ZGLs
Fitld DURHMARHECRETHFAMMARZIELES Be¥
CURMEHRZACE UREEEFE2 32" KEZLME
b HBRTAREEANAB RN GT S s gy

128 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120
(“The royalties received by the patentee for the licensing of the patent in suit,
proving or tending to prove an established royalty.”).

See SKENYON ET AL., supra note 55, at § 3:14.

130 See id. at § 3:16.

131 See id. (“In any event, what these cases really demonstrate is that the Federal
Circuit will usually look closely at what are claimed to be comparable licenses, and
even in the face of what appears to be an established royalty, the Federal Circuit
may be reluctant to affirm any damages royalty that puts the infringer in the same
financial position as the other non-infringing customers who were, in effect,
properly licensed.”)
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Tt A TREAZHNNEZ AR - ERHAGHE - BAHEAS
FIRBEREZRERGE  AEEREBTEAFEN L MM
EETHHBNEEZREEYN BHBEEREZEER P =y
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BERMAEZS%  MERELET  EHEAEAZTIRY
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132 See ResQNet.com, Inc. v. Lansa, Inc., 594 F.3d 860, 872 (Fed. Cir. 2010)(“This

court observes as well that the most reliable license in this record arose out of
litigation™); (“Similarly this court has long recognized that a reasonable royalty can
be different than a given royalty when, for example, widespread infringement
artificially depressed past licenses.... And a reasonable royalty may permissibly
reflect ‘[t]he fact that an infringer had to be ordered by a court to pay damages,
rather than agreeing to a reasonable royalty.””).

133 See LaserDynamics, Inc. v. Quanta Computer, Inc., 694 F.3d 51, 77-78 (Fed. Cir.
2012)(“Unlike the license in ResQNet, the BenQ settlement agreement is far from
being the ‘most reliable license in [the] record.’.... Indeed, the BenQ settlement
agreement appears to be the least reliable license by a wide margin. The BenQ
settlement agreement was executed shortly before a trial—a trial in which BenQ
would have been at a severe legal and procedural disadvantage given the numerous
harsh sanctions imposed on it by the district court. The $6 million lump sum
license fee is six times larger than the next highest amount paid for a license to the
patent-in-suit, and ostensibly reflects not the value of the claimed invention but the
strong desire to avoid further litigation under the circumstances.”).

134 See SKENYON ET AL., supra note 55, at § 3:17. =gl > 3% B%%’@F[I#Eﬁé%r%
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Wz EEH™ o ELEEFEHAZA G S HHEF 44 A
oBEHEEL  TELBZREEALLE AR TEE.

QVEIEHE %

HAREIE P E2EE % - H120F F &2 LR 3 540 50
WA EL AL DELEAZHRE BAUAFEAHNEANY R
MEEA SR EAHEL AEREBREE AR SR R 2 T

FUE PR LS ORI WS T
AU IR T IRS RSP ER TEETR A S o QTR B - See FED. R. EVID.
408; TROXEL & KERR, supra note 76, at 339.

135 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120
(“The rates paid by the licensee for the use of other patents comparable to the
patent in suit.”).

136 See SKENYON ET AL., supra note 55, at § 3:20.

137 See Summit 6, LLC v. Samsung Electronics Co., Ltd, 802 F.3d at 1296 (“A party
may use the royalty rate from sufficiently comparable licenses, value the infringed
features based upon comparable features in the marketplace, or value the infringed
features by comparing the accused product to non-infringing alternatives.”).

138 See SKENYON ET AL., supra note 55, at § 3:22.
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R 2 EREAA R E N ELEA R REAEE

Flz BFEEE WA HAERALZHERY BFHER2Y
A B AL A RBERE  BAE 2558, HAH
Az BRBH—F MY BEib EHTBEREZIAR
L’ﬁ&ﬁﬁ%ﬁlﬂaﬁﬁzgﬁmo

5.4 EEA &

SREUMBEEE  wHERY - HEBREBREHH 2 REELY
REREAZSE BEHFALE RUA  EF4EREFE -
XH L EREER  EHREREAZERLER  THFALHEHEANL
BEBE BT il A EEE B R ZERE R K

139 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120
(“The portion of the profit or of the selling price that may be customary in the
particular business or in comparable businesses to allow for the use of the
invention or analogous inventions.”).

140 See SKENYON ET AL., supra note 55, at § 3:35.

41 See Uniloc USA, Inc. v. Microsoft Corp., 632 F.3d 1292, 1315 (Fed. Cir.
2011)(“This court now holds as a matter of Federal Circuit law that the 25 percent
rule of thumb is a fundamentally flawed tool for determining a baseline royalty rate
in a hypothetical negotiation. Evidence relying on the 25 percent rule of thumb is
thus inadmissible under Daubert and the Federal Rules of Evidence, because it fails

to tie a reasonable royalty base to the facts of the case at issue.”).
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142 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. at 1120
(“The opinion testimony of qualified experts.”).

143 See id. (“The amount that a licensor (such as the patentee) and a licensee (such as
the infringer) would have agreed upon (at the time the infringement began) if both
had been reasonably and voluntarily trying to reach an agreement; that is, the
amount which a prudent licensee—who desired, as a business proposition, to obtain
a license to manufacture and sell a particular article embodying the patented
invention—would have been willing to pay as a royalty and yet be able to make a
reasonable profit and which amount would have been acceptable by a prudent
patentee who was willing to grant a license.”)

M B S ER1005 125]21 F A A~ % 5710000283791 8 4 AT
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150

[P e S E&ITEJJ FIIF 27283 fE % (1] - See 35 U.S.C. § 283.

T E ﬁ¢§?@ﬁ$@¢57{ RS - PHA B
o = J#%@V
152 {0 AU SRR ALY 2 I LR T

V8 > 3 fleBay, Inc. v. MercExchange, LLC., 547 U.S. 388, 391 (2006)
(“According to well-established principles of equity, a plaintiff seeking a
permanent injunction must satisfy a four-factor test before a court may grant such
relief. A plaintiff must demonstrate: (1) that it has suffered an irreparable injury;
(2) that remedies available at law, such as monetary damages, are inadequate to
compensate for that injury; (3) that, considering the balance of hardships between
the plaintiff and defendant, a remedy in equity is warranted; and (4) that the public

interest would not be disserved by a permanent injunction.”).
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154 See Mark A. Lemely, The Ongoing Confusion Over Ongoing Royalties, 76 Mo. L.
REV. 695, 704-07 (2011).

PO B R R R R R AR R A
I B SRS BTS20 0T N o AR
o SO B L VR Rl i

il

i

=% =
VR

< =l

]

—86—



———%=A ST SR LE I EA A LA 2RSS

% EHERZHRE BEEALTAAREAEHERETARE
%%zﬁ%ﬁﬁ’\ %*%?%%ﬂ%ﬁ&%%%ﬁ% %5
BUERBEEAREEEEAY  RbHn"® E% m
%&ﬁ? EEANSTRASEF GRS R I RERETEE - %3
ﬁﬂo%%%%%ﬁﬁ%ﬁ&tuﬁ%Aﬁ%ﬂéﬁ%%i’%=

CEEEZEARAGES Lo GRARERRHEER AT E
% Bt TR T 2 v B - e 3 E#?%%ﬂ&%%m'%
AR B AR R LA R S EF A R BEEHR I A

IRCES Y &

ARG H L EMEREREANEHET - ASHAMEEA
BEEHE  ZEER MR R Bk
AR 2 G AR BT W A A AR B
HH ERTEPRMBR A AFAER N A FER ZEAHE
B ETRBRASRFA A EBAEME - AT 7 b B A A
BEHSE  HPEe 2 WIS EREMEE  MTEUESEER

O k1048 B Fﬂ'ﬁl343%§d§i;¢[ﬁk DTy R T S
Wﬂ&@ﬁkﬁ SO LIRS A S R A W T R
HIl > SR AT r‘r?%j *UM@@ AL SRS RSN AR Sl o
@k?wﬁﬂkwﬁﬁ "ﬁﬂﬁﬁﬁﬁﬁéﬁ%ﬂﬁﬁﬁwéﬁﬁ@’
WA T R ﬁﬁ”p%@ﬂ

TR 1 97 *J;“%J FYOOHE I F HHRL [Eir%“ﬁlf‘f‘ BLgy 2 il 97
I BRI B W AR F AR A RS
TSGR - S PSRy AERALE - R 1 T A ERALE R
5 ) ST R R ) R 2 T R i Y2025 BV
B N Il T8 T RS2 L (A £ R S A
SRR Y 2R

BEIRS B F1IEE O5 R IS R 2R R R ¥ FIE 3514 (DA
RERIE LA U I s U AT Bl e S T
}-E_o

157

158

—87—



56 HEKRIFEFH % — <A

FHEAGEY  SEAEEZRABEHEM - ARALHNF
FEAZ BF A NESEEE  FHPEEFGRTHEELE
FIBEME - AR 2 - M ga™ . i
S EHER I E S BB S - A
iz BAXSLERAFAAZERBERERL  BERERZTH
BERAEA HHTEEZYSMERTAZRE  AREHLY
FRERER S RETREEEN ST AL  UREHER
TEHBEEE R MR FEA MBI EREE - MY
ARHBRERSEAMBE TS EBEEN AR Bl UE S
HRZBHEEEABEHE AL  BEEM TR AR Y2 F
ik o

2B M L AT B

BERBEER L ENE AT EER G T AEHF &40 2 #
ERWEHE - AL EETERE  PREmERAE R
B DRASEAGRANE  REEAZEE  LF AN — %
FlEB B BHS ERBZTES - T HE %7 R RAE A
EEZ T RS TRk BN R % TeEHA 4
ZHEERESE  BREAGER LA EF - EEE R A
HREZLERTE  FANAFEATRE—ERBRY - EFE
BEEFEIR TEFTHEREZIRE AEEF 2 EHMT -
FABRBH NS HERETET - WM RETRT K&
YEAFEAMAERREEZEHE Y

159 See Siebrasse & Cotter, supra note 36, at 931-33.

160 See id. at 940-42.
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Review and Reconstruction of
Taiwanese Patent Law on Damages
in Terms of Reasonable Royalties:

Focusing upon the Subparagraph
3, Paragraph 1, Article 97 of
Taiwan Patent Act

Chung-Lun Shen’
Abstract

The value of patent is shown in the technical contribution made by
the patented invention beyond prior art. Such the technical contribution,
along with the practice of the patent, will be transformed to the
economic value in the market. Nevertheless, the occurrence of patent
infringement breaks the ownership of the patentee over patent value,
and eventually leads to illegal transfer of patent value to the infringer.
In order to assess the objective scope on loss of patent value due to
patent infringement, it is necessary to refer to the experience for
practice of the patent by the patentee, as well as the result for patent
infringement by the infringer. On considering the cost of information

and administration resulting from patent infringement, assessment on
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damages for patent infringement is far from being exact. The adequate
compensation through damages can’t be made on the ground of a
compromise with the burden of aforesaid costs and arbitrary
calculation. The advantage of the reasonable-royalty approach is
established as a broad and flexible basis to calculate the damages from
patent infringement, under the hypothetical negotiation, in accordance
with the economic plan for the patent expected by the patentee and the
infringing result produced by the infringer. Since the reasonable-royalty
approach is significant but rarely adopted in the Taiwanese judicial
decisions, the article tries to propose a workable model and related
measuring factors for the future application of the reasonable-royalty
approach in Taiwan by observing the comparative development of U.S.
patent case law on reasonable royalties and the related academic
literature. The article is expected to contribute a distinguished
performance to the academia of patent law, and induce more deep-scale

discussion in the issues on reasonable royalties.

Keywords: Patent Infringement, Patent Value, Reasonable Royalty,
Damages, Hypothetical Negotiation, Comparable Licensing
Agreement, Contribution
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